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DETAILED ACTION 
Claim Objections 

1 . Claims 2 and 1 8 are objected to because of the following informalities: 

Claims 2 and 18 each recite the phrase "from analog and digital" (sic) in the second line 
of the claims. Examiner respectfully suggests that Applicants amend this phrase to "from analog 
to digital" in both claims for grammatical reasons. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 20 and 21 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

4. Claims 20 and 21 each recite the limitation "the operation disable circuitry" in the first 
line of the claims. There is insufficient antecedent basis for this limitation in the claim, since 
claim 16 on which they both depend does not previously recite operation disable circuitry. 
Examiner respectfiilly suggests that claims 20 and 21 may depend on claim 17 instead. 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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6. Claims 16-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over King et al. 
(US 5,812,572 A) in view of Stephenson (US 2002/0027688 Al). 

Regarding claim 16, King et al. disclose a fiber optic device with safety features (Figure 
1), comprising: 

a laser transmitter 36; 

a controller (including microcontroller 50 and other circuitry), wherein the controller 
comprises: 

a memory (PROM, RAM, and EEPROM in microcontroller 50), including one or more 
memory arrays, configured to store a digital equivalent of a predetermined low setpoint and a 
digital equivalent of a predetermined high setpoint in a memory within a fiber optic device (King 
et al. discloses high and low power out of range thresholds, for example; column 14, lines 43- 
48); 

communication circuitry configured to receive an input signal associated with operation 
of the fiber optic device (such as the circuitry receiving input signals fi"om temperature sensor 56 
or average power monitor shown in Figure 1 but not numerically labeled, etc.); 

comparison logic configured to compare the input signal to the digital equivalent of the 
predetermined low setpoint and to the digital equivalent of the predetermined high setpoint and 
to generate an alarm flag if the input signal conflicts with either the digital equivalent of the 
predetermined low setpoint or the digital equivalent of the predetermined high setpoint (King et 
al. disclose comparing an input fi'om the power monitor with the high and low power thresholds, 
for example; column 16, lines 14-20). 
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Although King et al. also disclose a photodiode receiver 40, the receiver 40 receives a 
signal fed back from the transmitter; they do not specifically disclose a photodiode receiver 
together with the disclosed laser transmitter in a "transceiver" context (wherein the receiver 
would receive signals sent from an opposing communication device). 

However, bidirectional optical communication using a transmitter and a receiver at both 
ends is well known in the art. Stephenson in particular teaches an optical communications system 
(Figures 2-4), including a laser transmitter 110 such as already disclosed by King et al., and 
further including a photodiode receiver 134 associated with that transmitter to provide a 
transceiver. It would have been obvious to a person of ordinary skill in the art to further include a 
receiver as taught by Stephenson in the system disclosed by King et al. in order to enable 
bidirectional communications between two locations. 

Regarding claim 17, King et al. further disclose operation disable circuitry configured to 
disable operation of the optoelectronic device in response to a signal, wherein the signal is based 
on the alarm flag (column 16, lines 36-38). 

King et al. do not explicitly label a part of their circuit as "operation disable circuitry," 
but they clearly disclose circuitry that controls the optoelectronic device (such as modulation 
control adjust 24 and bias control 30) and also disclose that the system may disable the device. It 
would be well understood in the art that King et al. inherently disclose that the circuitry for 
controlling the device is inherently configured to disable the device if desired, 
operation disable circuitry 

Regarding claim 18, King et al. fiirther disclose conversion circuitry (analog-to-digital 
converter 52) for converting the input signal from analog to digital They do not specifically 
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disclose that the digital input signal is a 16-bit number. Similarly, regarding claim 19, they do 
not specifically disclose that the digital equivalents (of the setpoints) are 16-bit numbers. 
However, it is well known in the art that digital input signals and digital setpoints stored in 
memory may be 16-bit numbers; 8-, 12-, or 16-bit digital values are all commonly known types 
of digital values used in processing elements such as already disclosed by King et al. Regarding 
claims 18 and 19, it would have been obvious to a person of ordinary skill in the art to 
specifically use 16-bit digital values in the system suggested by King et al. in view of 
Stephenson as an engineering design choice of a length for the digital values depending on the 
input/output specifications of the processing elements. The claimed differences exist not as a 
resuh of an attempt by Applicants to solve an unknown problem but merely amount to the 
selection of expedients known as design choices to one of ordinary skill in the art. 

Regarding claim 20, as well as it may be understood with respect to 35 U.S.C. 1 12 
discussed above, King et al. disclose that the disabling of the device is responsive to a software 
operation (column 16, lines 36-38). 

Regarding claim 21, as well as it may be understood with respect to 35 U.S.C. 1 12 
discussed above, King et al. in view of Stephenson describe a system as discussed above with 
regard to claim 16, King et al. does not specifically disclose a disable pin in the transceiver. 
However, Stephenson further teaches that an optoelectronic transceiver may include a disable pin 
115 (Figure 4). 

King et al. already inherently disclose that the circuitry for controlling the device is 
configured to disable the device if desired. It would have been obvious fo a person of ordinary 
skill in the art to further include a disable pin as taught by Stephenson in the system described by 
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King et al. in view of Stephenson in order to provide a way to clearly cut off the transceiver and 
prevent the various feedback loops in the system from activating or controlling the transceiver in 
response to the loss of output (Stephenson, page 6, paragraph [0045]). 

Regarding claim 22, King et al. disclose predetermined setpoints dependent on several 
types of operation conditions of the device, including setpoints dependent on a temperature of 
the device (column 14, lines 1-10 and lines 46-48). 

Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); /« re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 
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8. The following rejections in this section of the OflFice Action are provisional obviousness- 
type double patenting rejections because the conflicting claims have not in fact been patented. 

9. Claims 1-7 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 47-53 respectively of 
copending Application No. 10/266,869. 

Although the conflicting claims are not identical, they are not patentably distinct from 
each other because claim 1 of the present application generally recites the same elements and 
limitations of the apparatus recited in claim 47 of '869, including a controller/circuit including 
memory, communication circuitry, comparison logic, an interface, and operation disable 
circuitry. 

Claim 1 differs from claim 47 of '869 in that it further specifically recites a transmitter 
and receiver, but claim 65 of '917 already recites that the circuitry is for monitoring "a fiber 
optic transceiver." Laser transmitters and photodiode receivers are well known types of fiber 
optic transceivers. It would have been obvious to a person of ordinary skill in the art to 
specifically include a transmitter and a receiver as recited in claim 1 of the application to the 
circuit recited in claim 47 of '869 to specifically use the circuit to control those known 
transceiver elements. Therefore, claim 1 is rejected over claim 47 of '869 under obvious-type 
double patenting. 

Claims 2-7 of the present application, which depend on claim 1, recite the same elements 
and limitations as claims 48-52 of '869, which depend on claim 47 in that application. Therefore, 
claims 2-7 are also rejected over claims 48-52 of '869 under obvious-type double patenting for 
the reasons given for the parent claim. 
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10. Claims 8-15 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 69, 70, and 32-37 
respectively of copending Application No. 10/266,869. 

Although the conflicting claims are not identical, they are not patentably distinct from 
each other because claim 8 of the present application generally recites the same elements and 
limitations of the apparatus recited in claim 69 of '869, including a controller/circuit including 
memory configured to store first, second, and third sets of digital equivalents of predetermined 
setpoints, communication circuitry, and comparison logic. 

Claim 8 differs from claim 69 of '869 in that it fiirther specifically recites a transmitter 
and receiver, but claim 69 of '917 already recites that the circuitry is for monitoring "a fiber 
optic transceiver." Laser transmitters and photodiode receivers are well known types of fiber 
optic transceivers. It would have been obvious to a person of ordinary skill in the art to 
specifically include a transmitter and a receiver as recited in claim 8 of the application to the 
circuit recited in claim 69 of '869 to specifically use the circuit to control those known 
transceiver elements. Therefore, claim 8 is rejected over claim 69 of '869 under obvious-type 
double patenting. 

Claims 9-15 of the present application, which depend on claim 8, recite the same 
elements and limitations as claims 70 and 32-37 respectively of '869, which depend on claim 69 
in that application. Therefore, claims 9-15 are also rejected over claims 70 and 32-37 of '869 
under obvious-type double patenting for the reasons given for the parent claim. 
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1 1 . Claims 16-22 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 71-77 respectively of 
copending Application No. 10/266,869. 

Although the conflicting claims are not identical, they are not patentably distinct from 
each other because claim 16 of the present application generally recites the same elements and 
limitations of the apparatus recited in claim 71 of '869, including a controller/circuit including 
memory configured to store digital equivalents of predetermined low and high setpoints, 
communication circuitry, and comparison logic. 

Claim 16 differs from claim 71 of '869 in that it further specifically recites a transmitter 
and receiver, but claim 71 of '917 already recites that the circuitry is for monitoring "a fiber 
optic transceiver." Laser transmitters and photodiode receivers are well known types of fiber 
optic transceivers. It would have been obvious to a person of ordinary skill in the art to 
specifically include a transmitter and a receiver as recited in claim 16 of the application to the 
circuit recited in claim 71 of '869 to specifically use the circuit to control those known 
transceiver elements. Therefore, claim 16 is rejected over claim 71 of '869 under obvious-type 
double patenting. 

Claims 17-22 of the present application, which depend on claim 16, recite the same 
elements and limitations as claims 72-77 respectively of '869, which depend on claim 71 in that 
application. Therefore, claims 17-22 are also rejected over claims 72-77 of '869 under obvious- 
type double patenting for the reasons given for the parent claim. 
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Allowable Subject Matter 

12. Claims 1-15 contain allowable subject matter. However, all claims are rejected under 
obvious-type double patenting as discussed above, and no claims are currently allowed. 

13. The following is a statement of reasons for the indication of allowable subject matter: 
The prior art, including King et al., does not specifically disclose or fairly teach a system 

including all the limitations, elements, and/or steps recited in claims 1 and 8. 

King et al generally disclose a circuit for controlling an optoelectronic device (Figure 1) 
including memory 50, analog to digital conversion circuitry 52, and control circuitry (such as 
modulation current adjust element 24), and further disclose monitoring power level values and 
temperature values by way of making a comparison between inputs and predetermined setpoint 
values (column 16, lines 24-38). They also generally disclose a host interface (serial port 26). 
However, they do not specifically further suggest comparison logic for comparing the digital 
values corresponding to operating conditions of the device with setpoint values in order to 
specifically generate flag values, wherein the flag values are specifically stored in predefined 
locations within the memory during operation of the optoelectronic device and wherein an 
interface allows a host to directly read from and write to those predefined flag storage locations 
in memory. 

King et al. also do not specifically disclose or fairly suggest a controller in a fiber optic 
transceiver with the specific combination of elements and limitations recited in claim 8, 
particularly wherein a memory stores first , second, and third sets of digital equivalents of a 
plurality of predetermined setpoints corresponding to bias current, output power, and receiver 
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output power; and comparison logic for comparing bias current, output power, and received 
output power to the sets of digital equivalents. 



14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christina Y. Leung whose telephone number is 571-272-3023. 
The examiner can normally be reached on Monday to Friday, 6:30 to 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Chan can be reached on 571-272-3022. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 571-272-2600. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




^r^ UA.it U?^^ 



